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1 )KI Responsive to communication(s) filed on 17 April 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-18 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
17, 2008 has been entered. Applicant amended claims 1, 3, 5, 7, 10, 11, 13, and 15. 
Claims 1-18 are pending. 

Priority 

Acknowledgment is made of applicant's claim for foreign priority based on 
application H8-1 63679 filed in Japan on June 5, 1996. It is noted, however, that 
applicant has not filed a certified copy in this United States application of the Japanese 
application as required by 35 U.S.C. 1 19(b). 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rose (US 5,757,917). 

Referring to claim 1 . Rose discloses a terminal having a browser for 
communicating a host server using WWW, said terminal communicating with a payment 
system through a private network comprising: 

• A message viewer for communicating with a private network without using said 
World Wide Web (Rose: abstract & column 3, lines 51 -67 and column 1 1 , line 64 
- column 12, line 29. The examiner notes that column 12 of Rose discloses a 
message system on a "below the line" or private network); and 

• A communication means through which said browser communicates with said 
web and said message viewer communicates with said private network using 
different logical links (Rose abstract, figure 2, and column 3, line 51 - column 4, 
line 15), wherein; 

• Said browser includes means for ordering goods from said host computer 
connected to said web, means for receiving a bill for said goods from said web, 
and means for transmitting said bill to said message viewer (Rose: figures 5 and 
6a-6f), and 

• Said message viewer includes means for paying said bill by communicating with 
said payment system through said private network (Rose: abstract and figure 2 
disclosing payment through a private network). 

Referring to claim 2. Rose further discloses an apparatus, wherein said 
message viewer includes: 
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• Means for receiving information indicative of payment completion from said 
private network (Rose: abstract); and 

• Means for transmitting said information indicative of payment completion to said 
browser (Rose: figure 5), and 

• Said browser includes means for notifying said payment completion to said host 
computer through said web (Rose: figure 5). 

Referring to claim 3. Rose discloses an apparatus as discussed above in the 
rejection to claim 1 and further discloses an apparatus wherein: 

• Said message viewer includes means for ordering goods through said private 
network, means for receiving a bill for said goods from said private network, 
payment means for paying said bill by communicating with said payment system 
through said private network, and means for transmitting information that said 
order and said payment have been completed to said browser (Rose: column 9, 
line 65 - column 10, line 13); and 

• Said browser notifies said completion of said order and said payment to said web 
(Rose: figure 6f). 

Referring to claim 4. Rose further discloses an apparatus wherein payment 
means of said message viewer transmits a credit card number and an expiration date of 
a user of said terminal to said private network (Rose: figure 1 ). 

Referring to claim 5. Rose further discloses an information provider having a 
gateway through which a terminal accesses a host computer using web, and a 
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connection manager which manages a communication through said gateway, said 
information provider comprising: 

• A message manager which communicates with said terminal independently from 
said gateway, wherein: 

o Said gateway includes means for transmitting said goods order input from 
said terminal to said host computer connected to said web; and means for 
transmitting a price information of said goods from said host computer 
through said web to said terminal (Rose: column 7, lines 48 -67). The 
examiner notes that a gateway is a device for connecting networks using 
different communications protocols so that information can be passed 
from one to the other. Rose discloses using an interactive protocol to 
contact the seller's address to transmit price information, 
o Said message manager enables payments through said private line, and 
said message manager includes means for receiving said price 
information from said terminal, and request means for requesting through 
said private line said payment system to pay an amount indicated by said 
price information (Rose: column 9, line 65 -column 10, line 13). 
Referring to claims 6-9. Claims 6-9 are rejected under the same rationale set 
forth above. 

Referring to claim 10. Rose further discloses a system for paying for goods 
ordered through the web by a user of a terminal accessing a host computer using said 
web, said system communicating with the terminal through a private line comprising: 
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• A user database for storing a credit card number and an expiration date of a 
credit card owned by said user (Rose: figure 1); 

• An interface for connecting to a closed network which executes a payment by a 
credit card (Rose: figure 1); 

• Means for communicating with said terminal using a private network without 
using said World Wide Web, which is logically independent from a 
communication established between said web and said terminal (Rose: column 
3, line 51 - column 4, line 15 and column 11, line 64 - column 12, line 29); 

• Means for receiving information indicative of a paying request an amount of 
payment and a store dealing in said goods from said terminal through said 
private network (Rose: column 3, lines 39 - 50); 

• Means for reading said credit card number and said expiration date from said 
user database (Rose: figure 1 ); 

• Means for transmitting said information indicative of said amount of payment and 
said store dealing in said goods, together with said credit card number and said 
expiration date to said private network (Rose: figure 5); and 

• Means for receiving information indicative of that said credit card has been 
verified (Rose: column 6, lines 15-37). 

Referring to claim 1 1 . Claim 1 1 is rejected under the same rationale set forth in 
the rejection to claim 10. 

Referring to claim 12. Rose further discloses a system comprising: 
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• A store database for storing a store name, which deals in goods, in association 
with said connection address of said host computer of said store (Rose: figure 9 
and claim 13); 

• Means for reading out said connection address of said host computer, which is 
identified by said store name, from said database (Rose: column 7, lines 48-67); 

• Means for connecting to said host computer using said connection address 
through said private line (Rose: column 4, lines 1-15); and 

• Means for notifying said host computer of said information indicative of that said 
credit card has been verified through said private line (Rose: column 6, lines 15 - 
37). 

Referring to claims 13-18. Medium and apparatus claims 13-18 are rejected 
under the same rationale set forth above in the rejection of claims 1 -5 containing similar 
limitations. 

Response to Arguments 

Applicant's arguments filed April 17, 2008 have been fully considered but they 
are not persuasive. 

The examiner disagrees with applicant's contention that Rose does not disclose 
communication between the buyer terminal and payment system through a private 
network. Figures 2 and 9 discloses notification of payment completion originating in the 
below the line aspect of the payment system and then proceeding to the browser 
through the above the line system. Both the below and above the line systems are 
contained within the payment system, the "line" is a delineation between the private and 
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public networks. Applicant's claims require payment information to be transmitted 
between the private message viewer and the public browser, therefore the examiner 
submits that Rose does anticipate the limitations of independent claims 1, 3, 5, 7, 10, 
11,13, and 1 5 as well as their dependents. 

Applicant is also reminded that amendments to the preamble are generally not 
accorded any patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 
able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JASON B. DUNHAM whose telephone number is 
(571)272-8109. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeff Smith can be reached on 571-272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeffrey A. Smith/ 

Supervisory Patent Examiner, Art 

Unit 3625 

JBD 

Patent Examiner 
7/9/08 



